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Applicant(s) 
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K! Responsive to communication(s) filed on Dec 29, 2000 . 

iXl This action is FINAL. 

□ Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 



3 month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Kl Claim(s) 10-19 



is/are pending in the application. 



Of the above, claim(s) 12-15 
□ Claim(s) 



iS Claim(s) 10, 11 and 16-19 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration, 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Cipproved Qisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

Kl Information Disclosure Statement(s), PTO-1449, Paper No(s). 6 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



— SEE OFFICE ACTION ON THE FOLLOWING PAGES 
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DETAILED ACTION 



Election/Restriction 

Claims 12-15 as amended (Group II) are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: Amended claims 12-15 
are drawn to a method for inhibiting Staphylococcus aureus or vancomycin-resistant 
Enterococcus. Previously, the claims were Examined on the merits as a method for making a 
medicament because of the incorporation of 'use of language in the claims. Thus, a new search 
would necessarily be needed in order to examine the new scope of the claimed invention. 

The inventions listed as Groups I and II do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: Group I, Claims 10-1 1 and 16-19 are drawn to an 
Invention which, as evidenced by the Office Action dated 7/27/2000 as well as this Office Action, 
does not provide for an improvement over the prior art. Thus, the claims lack unity and are 
properly restricted under PCT Rule 13.2. 
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Since applicant has received an action on the merits for the originally presented invention, 
this invention has been constructively elected by original presentation for prosecution on the 
merits. Accordingly, claims 12-15 have been withdrawn from consideration as being directed to a 
non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Status of the Claims 

Claims 10-19 are pending in the application. Claims 10-1 1 and 16-19 were presented for 
examination on the merits. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

Claims 10-1 1 and 16-19 remain rejected under 35 U.S.C. 102(e) as being anticipated by 



Chaudhari et al. (US 5,817,295). Claims 10-1 1 and 16-19 are drawn to a formulation comprising 
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a combination of at least one plant oil from the group of fennel, basil or from .2 to 1% anise along 
with one of benzoic acid, methyl paraben, ethyl paraben, propyl paraben or butyl paraben. Claims 
are further drawn to where the plant oil is present between 0.01% and 1%, wherein the 
medicament is used to inhibit microorganisms, and wherein the compositions are present in a 
spray formulation. 

Chaudhari et al. (US 5,817,295) disclosed an alcohol free mouth wash which comprised 
anise oil (0.014%) and benzoic acid (0.025%) which were within range of the instantly claimed 
formulation (Col. 6, Example 1). Chaudhari et al. further proposed that the anise oil could have 
been present anywhere from 0.01% to about .2% (Col. 5, line 1). 

Chaudhari et al. taught that the compositions were useful for the inhibition of Gram 
negative as well as Gram positive bacteria (Please see Table 1, Col. 7). 

Claims 17-19 are merely intended uses of the already known composition which do not 
materially change the product. The composition disclosed by Chaudhari et al. could have been 
sprayed, since it was in a liquid form. 

Applicants arguments filed 12/29/2000 were considered, but not deemed persuasive. 
Applicants argue that Chaudhari et al. did not disclose a preservative for food or a method 
of inhibiting S. aureus or vancomycin-resistant Enterococcus in a body. 

'Preservative for food' is merely an intended use of an already known composition. 
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Applicant is asked to review In re Hack, 245 F.2d 246, 248, 114 USPQ 161, 163 (CCPA 
1957). "When the claim recites using an old composition or structure and the "use" is directed to 
a result or property of that composition or structure, then the claim is anticipated" (MPEP 2100 
pp, 2113). 

With regard to Claims which recite a method for inhibiting S.aureus, please see comments 
under Election/Restriction heading supra. Claims 12-15 have been withdrawn from consideration 
on the merits as being drawn to a non-elected invention. Hence, Applicants arguments are moot 
because the claims were not originally presented for examination on the merits, and have been 
withdrawn. 

Applicants further argue that Chaudhari et al. did not disclose oils of fennel or basil, and 
further that Chaudhari et al. did not disclose the oil of anise in the percentage range cited in 
Claim 10. The Examiner respectfully disagrees. Chaudhari et al. may not have specifically taught 
oils of fennel or basil, however, the claim recites a markush group comprising the combination of 
either fennel, basil or anise. Thus, the claim remains anticipated. Further, Chaudhari et al. clearly 
taught incorporation of anywhere between about 0.01% and 0.2% of anise oil (supra). The 
Examiner deems that 'About .2%' anticipates the claimed range of .2 to 1% because 'about .2%' 
would fall within the claimed range. 



No Claims are allowed. 
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Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to examiner Patricia Patten, whose telephone number is (703)308-1 189. The 
examiner can normally be reached on M-F from 9am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Michael Wityshyn, can be reached on (703) 308-4743. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. // / / 

(/^ Jon P.Weber, Ph.D. 

Primary Examiner 



